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— TTre MAILING DATE of this communication appears on the cover sheet beneath the corwspondence address- 
Period for Repty ^ 

z:^ MONTH(S) FROM THE MAIUNG DATE 



A SHOFUENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE — 

OF THIS COMMUNICATION. 

- Extensions of time may be available under ttie proviskxis of 37 CFR 1 .1 36(^. In no event however, may a repty be timely filed after SIX (6) MOMTHS 
from the mailing date of this comnrKinication. 

- If the perkxl for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any fBply received by the Office later than three months after the mailing date of this communication, even if timely, may reduce any earned patent 
term adjustment See 37 CFR 1 .704(b). 

Status 

□ Responsive to communlcation(s) filed on , . 

□ This action is HNAL. 



□ Since this application is in condition for allowance except for formal matters, prosecution as to ttw merits is ciosed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 21 3. 



Disposition of Claims 

^Claim(s). 



Of the above claim(s) _ 

□ Claim(s) 

□ Claim(s) 

□ Claim(s)- 
^ Ctaim(s). 



is/are pending in the application. 
. is/are withdrawn from consideration. 



Application Papers 

n The proposed drawing connection, filed on 

n The drawing(s) filed on 



is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction or election 
requirement 



is □ approved □ disapproved. 



is/are objected to by the Examiner 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 (aHd) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 11 9 (aHd)- 
□ All □ Some* □ None of the: 

□ Certified copies of the prkMity documents have been received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of the priority documents have been received 

in this national stage af>plication from the International Bureau (POT Rule 17.2(a)) 
^Certified copies not received: , 



Attachment(s) 

n Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Notice of Refersnce(8) Cited, PTO-892 

□ Notice of E}raftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-^13 

□ Notice of Informal Patent Application. PTO-1 52 

□ Other 



Office Action Summary 



U.S. Patent and Tradenwk OfRce 
PTC^-32A (Rev. 11/00| 



Part of Paper No f — 

•U.S. GPO: 2000-472-999/43204 
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1. This application contains claims directed to the 

following patentably distinct species of the claimed invention: 

i) Hardeners A- I in claim 1; 

ii) the advanced and cured epoxy resins (J) of claim 26 
where Ep is the biphenyl structure at line 7 on page 56 or a 
phenylaldehyde novolak epoxy resin backbone; 

iii) the epoxy resins "EP-A" through and including 
"EP-I" of claim 31. 

Applicant is required under 35 U.S. C. § 121 to elect a 
single disclosed species for prosecution on the merits to v/hich 
the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 1, 26 and 31 are 
generic . 

Applicant is advised that a reply to this requirement 
must include an identification of the species that is elected 
consonant with this requirement; and a listing of all claims 
readable thereon, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are generic 
is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will 
be entitled to consideration of claims to additional species 
which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 
CFR 1.141. If claims are added after the election, applicant 
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must indicate which are readable upon the elected species. MPEP 
§ 809.02 (a) . 

Should applicant traverse on the ground that the 
species are not patentably distinct, applicant should submit 
evidence or identify such evidence now of record showing the 
species to be obvious variants or clearly admit on the record 
that this is the case. In either instance, if the examiner finds 
one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 
U.S.C, § 103(a) of the other invention. 

2. Restriction to one of the following inventions is 
required under 35 U.S.C. § 121: 



resins, classified in Class 528, subclass 89. 

3. III. Claims 31-37, drawn to epoxy resins, classified in 
Class 549, subclass 517. 

4. The inventions are distinct, each from the other 
because of the following reasons: 

5. Inventions of Group I and of Group II are related as 
mutually exclusive species in an intermediate- final product 
relationship. Distinctness is proven for claims in this 
relationship if the intermediate product is useful to make other 



I. 



Claims 1-25, drawn to hardeners, classified in 



Class 987, subclass 140. 



II . 



Claims 2 6-30, drawn to advanced or cured epoxy 
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than the final product (MPEP § 806.04(b), 3rd paragraph), and the 
species are patentably distinct (MPEP § 806.04(h)). In the 
instant case, the intermediate product is deemed to be useful as 
a hardening agent for polymers bearing isocyanate groups and the 
inventions are deemed patentably distinct since there is nothing 
on this record to show them to be obvious variants. Should 
applicant traverse on the ground that the species are not 
patentably distinct, applicant should submit evidence or identify 
such evidence now of record showing the species to be obvious 
variants or clearly admit on the record that this is the case. 
In either instance, if the examiner finds one of the inventions 
anticipated by the prior art, the evidence or admission may be 
used in a rejection under 35 U.S.C. 103(a) of the other 
invention . 

6. Inventions Group I and Group III are related as 
mutually exclusive species in an intermediate-final product 
relationship. Distinctness is proven for claims in this 
relationship if the intermediate product is useful to make other 
than the final product (MPEP § 806.04(b), 3rd paragraph), and the 
species are patentably distinct (MPEP § 806.04(h)). In the 
instant case, the intermediate product is deemed to be useful as 
an intermediate for preparing polyesters or polyamides and the 
inventions are deemed patentably distinct since there is nothing 
on this record to show them to be obvious variants. Should 



t 
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applicant traverse on the ground that the species are not 
patentably distinct, applicant should submit evidence or identify 
such evidence now of record showing the species to be obvious 
variants or clearly admit on the record that this is the case. 
In either instance, if the examiner finds one of the inventions 
anticipated by the prior art, the evidence or admission may be 
used in a rejection under 35 U.S.C. 103(a) of the other 
invention . 

7. Because these inventions are distinct for the reasons 
given above and have acquired a separate status in the art 
because of their recognized divergent subject matter, restriction 
for examination purposes as indicated is proper. 

8. If the invention of Group I is elected to fulfill the 
restriction requirement, one of the species of hardeners A- I of 
claim 1 should be elected. Also elect whether Q or Q' whichever 
is required is elected as the open structure or the one with the 
phosphorus containing ring system. 

9. If the invention of Group II is elected to fulfill the 
restriction requirement, the structural fragment EP should be 
elected as the biphenyl structure of claim 7 of page 56 or as the 
phenylaldehyde novolak epoxy resin backbone and Q should be 
selected as the open structure or the one with the phosphorus 
containing ring system. 
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10. If the invention of Group III is elected to fulfill the 
restriction requirement, one of the epoxy resin EP-A through EP-I 
of claim 31 should be elected and also further elected whether Q 
or Q' is the open structure or the one with the phosphorus 
containing ring structure. 

11. This restrictiony'election was judged too complex for 
telephonic presentation. 

12. Applicant is advised that the reply to this requirement 
to be complete must include an election of the invention to be 
examined even though the requirement be traversed (37 CFR 1.143). 

13 . Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mr. 
Aylward whose telephone number is (703) 308-2372. The examiner 
can normally be reached on Monday through Friday from 7:30 to 

4 : 00 . 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. Dawson, can be 
reached on (703) 3 08-2340, The fax phone number for this Group 
is (703) 872-9310. 

Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to 
the Group receptionist whose telephone number is (703) 308-0661. 

DAylward : cdc 

July 18, 20 03 /// 





